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THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent tenm adjustment. See 37 CFR 1.704(b). 

Status 
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5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1,4.6.8-12.48-51. 53-60 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 
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With respect to the limitation of glazing compound'' in claims 1, 4, 6, 8-12, the 
limitation is not claimed and is thus treated accordingly as a subcombination with the other 
claimed structures. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made, 

2. Claims 48-51, 53 are rejected under 35 U.S.C. 103(a) as being unpatentable over Smith et 
al (5735089) in view of Berg (2874423). 

Smith et al (figure 2) shows a glazing assembly comprising a transparent pane (12) and a 
fi-ame (16, 15) to which the pane is mounted, the fi-ame receives an edge of the pane, the pane 
having first and second generally opposed major surfaces, the pane having a protective covering 
(14) disposed over a portion of the first surface, the first surface having an unmasked apron (part 
not cover by the covering) extending between an outer periphery of the covering and an outer 
periphery of the pane, the covering having at least one piece of masking material, the masking 
material being a masking film (the panel 14 is disclosed as being transparent and the claim is not 
specific to the structure of the film which differentiates the film from the panel ), the masking 
material is sized, shaped and positioned such that at least one peripheral side portion of the 
covering extends beneath a confronting surface of the frame but does not extend so far beneath 
the frame as to engage the glazing compound (there is not compoxmd to engage), the pane is 
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mounted such that all edges of the pane are received in the frame, the protective covering sized, 
shaped, and positioned such that all peripheral side portions of the covering extend beneath 
confronting surfaces of the frame, the peripheral side portions extend a predetermined distance 
beneath the confronting surfaces of the frame, the covering consists of a single sheet of masking 
material. 



distance by which confronting surfaces of the frame extend over the first surface when the pane 
is mounted, such that all peripheral edges of the covering being concealed beneath the frame, the 
edges of the covering being concealed beneath the frame but do not engage the glazing 
compound between the frame and the pane (the apron of the pane which contacts the frame on 
the inside of 11). 

Smith et al does not show a glazing compound between the frame and the pane. 
Berg discloses a glazing compoimd (col 2 line 34-37) between the surfaces of the frame 
and the pane to secure the pane and the frame together. 




Apron, unmasked portion 
of width of pane 
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It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Smith et al to show a glazing compound between the frame and the pane 
because it would further secure the pane and the frame together as taught by Berg. 

Smith et al as modified still does not show the covering engaging the glazing compound. 
3. Claims 1, 4, 6, 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Adams 
Jr. (5866260) in view of Eckart Jr. (3837949). 

Adams Jr. et al shows a transparent window pane (18) having first and second generally 
opposed major surfaces (20, 21) being sized and shaped to be mounted in a frame configured to 
received at least one edge of the pane (figures 5b, 6b), the pane having a removable protective 
covering (22) disposed over all of the first surface except for an unmasked peripheral apron, the 
masking material being a transparent film (col 3 Kne 45), the unmasked apron extends between 
an outer periphery of the protective covering and an outer periphery of the pane. 

Adams Jr. et al does not show the protective covering having a plurality of strips of 
masking material, the strips of masking material being disposed in a sequentially overlapping 
fashion with each subsequent strip overlapping a portion of a preceding strip, the strips extending 
substantially in parallel across the first surface of the pane, the overlapped strips of masking film 
defining a plurality of exposed lateral edges that form readily accessible means, the strips are 
affixed tone another by adhesive. 

Eckart Jr. discloses a protective covering having a plurality of strips of masking material, 
the strips being disposed in a sequentially overlapping fashion to cover a large surface area, the 
strips being affixed to one another by adhesive, the strips extending substantially parallel across 
the first surface of the pane, the strips defining a plurality of exposed lateral edges. 
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It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Adams Jr. et al to show the protective covering having a plurality of strips of 
masking material, the strips of masking material being disposed in a sequentially overlapping 
fashion with each subsequent strip overlapping a portion of a preceding strip, the strips extending 
substantially in parallel across the first surface of the pane, the overlapped strips of masking film 
defining a plurahty of exposed lateral edges that form readily accessible means, the strips are 
affixed tone another by adhesive because it would result in the easy covering of the glass pane 
for a paint job and removal of the masked material fi-om the window pane when the paint job is 
done as taught by Eckart Jr. 

4. Claims 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Adams Jr. 
(5866260) in view of Eckart Jr. (3837949) as appUed to claimed 1 above and fiirther in view of 
Smith et al (5735089). 

Adams Jr. et al as modified shows all the claimed limitations except for the covering 
being sized, shaped, and positioned such that at least one/all peripheral side portion of the 
covering extending significantly beneath a confi-onting surface of the fi-ame when the pane is 
mounted, the peripheral side portions of the covering does not extend so far beneath the 
confi-onting surface of the fi-ame as to engage glazing compound between the frame and the pane. 

Smith et al discloses covering (14) being sized, shaped, and positioned such that at least 
one/all peripheral side portion of the covering extending significantly beneath a confronting 
surface of the frame when the pane is mounted, the peripheral side portions of the covering does 
not extend so far beneath the confronting surface of the frame as to engage any glazing 
compound between the frame and the pane, the edges being hidden in grooves. 
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It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Adams Jr. et al's modified structure to show the covering being sized, 
shaped, and positioned such that at least one/all peripheral side portion of the covering extending 
significantly beneath a confi-onting surface of the fi*ame when the pane is mounted, the peripheral 
side portions of the covering does not extend so far beneath the confi-onting surface of the firame 
as to engage glazing compound between the frame and the pane as taught by Smith et al because 
it would enable Adam Jr. et al's modified cover to hide the edges in the groove and thus reducing 
the precise manufacturing tolerance required of the cover, which would result in cost saving and 
guarantee covering of the exposed central portion of the pane. 

5. Claims 48-51, 53, 55 are rejected imder 35 U.S.C. 103(a) as being unpatentable over 
Adams Jr. (5866260) in view of Smith et al (5735089) and Emmanuel (58361 19). 

Adam Jr. et al shows a glazing assembly having a transparent pane (18) and a frame (26) 
to which the pane is mounted, the frame receives an edge of the pane, the pane having first and 
second generally opposed major surfaces (20b, 21b), at least one edge received in the frame, the 
pane having a protective covering (22b) disposed over a portion of the first surface, the first 
surface having an unmasked apron (the surface not covered) extending between an outer 
periphery of the covering an outer periphery of the pane, the covering consisting of a single sheet 
of masking material, the masking material being a masking film (transparent layer), the pane 
being part of a multiple pane insulating glass unit (col 1 lines 49-51), the pane being mounted 
such that all edges of the pane being received in the frame (figure 5b, 6b). 

Adams Jr. et al does not show at least one piece of masking material having at least 
one/all peripheral side portion extending significantly beneath a confronting surface of the frame. 
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the side portions extending a predetermined distance beneath the confronting surfaces of the 
frame, a glazing compound between the pane and the frame. 

Smith et al shows at least one piece of masking material (14) having at least one/all 
peripheral side portion extending significantly beneath a confronting surface of the frame (33), 
the side portions extending a predetermined distance beneath the confronting surfaces of the 
frame, the edges of the covering being inside grooves to hide the edges. 

Emmanuel shows a glazing compoimd (83) connecting the frame and pane together. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Adam jr. et al to show at least one piece of masking material having at least 
one/all peripheral side portion extending significantly beneath a confronting surface of the frame, 
the side portions extending a predetermined distance beneath the confronting surfaces of the 
frame as taught by Smith et al, a glazing compound between the pane and the frame as taught by 
Emmanuel because having the covering beneath a confronting surface of the frame would enable 
Adam Jr. et al's cover to hide the edges in groove and thus reducing the precise manufacturing 
tolerance required of the cover, which would result in cost saving and guarantee covering of the 
exposed central portion of the pane, and having a glazing compound within the frame would 
enhance the securement of the frame to the pane as taught by Emmanuel. 
6. Claim 54 is rejected under 35 U.S.C. 103(a) as being unpatentable over Adams Jr. 
(5866260) in view of Smith et al (5735089) and Emmanuel (58361 19) as apphed to claim 48 
above and ftirther in view of Tachauer et al. 

Adam Jr. et al as modified shows all the claimed limitations except for the covering 
comprising a plurality of strips of masking material. 
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Tachauer et al discloses a protective covering having a plurality of strips of masking 
material (figure 4A) to cover a large surface without resorting to one large(large in both 
dimensions) piece of covering. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Adams Jr. et al's modified structure to show the protective covering having 
a plurality of strips of masking material because it would allow for the covering of large surfaces 
without resorting to one large piece of covering as taught by Tachauer et al, and thus resulting in 
cost saving per easy covering of the pane. 

7. Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable over Adams Jr. 
(5866260) in view of Smith et al (5735089) in view of Emmanuel (58361 19). 

Smith et al (figure 2) shows a glazing assembly having an insulating glass unit (12) and a 
firame (33, 20) to which the insulating glass unit is mounted, the unit having a first pane (12) 
having generally opposed inner and outer surfaces, the first pane having at least one edge 
received in the firame, a protective covering (14) is disposed over a portion of the outer surface of 
the first pane, the outer surface of the first pane having an unmasked apron extending between an 
outer periphery of the covering and an outer periphery of the first pane, the covering having at 
least one piece of masking material (14) being sized, shaped and positioned such that at least one 
peripheral side portion of the covering extending significantly beneath a confi-onting surface of 
the fi*ame (33), the masking material being a masking film (the panel 14 is disclosed as being 
transparent and the claim is not specific to the structure of the film which differentiates the film 
fi-om the panel), at least one peripheral side portion of the covering extending a predetermined 
distance beneath a confi-onting surface of the fi-ame. 
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Smith et al does not show the unit having a second pane, the second pane having at least 
one edge received in the frame, glazing compoimd located between the frame and the outer 
surface of the first pane but not between the frame and outer surface of the second pane. 

Emmanuel (figure 3) shows a window unit having a first and second pane (46, right and 
left respectively), the second pane having at least one edge received in the frame (96, figure 9), 
glazing compound (83) located between the frame and the outer surface of the first pane (46 
right), a protective covering being disposed over a portion of the outer surface of the first pane, 
the outer surface of the first pane having an unmasked apron extending between an outer 
periphery of the covering and an outer periphery of the first pane. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Smith et al to show the unit having a second pane, the second pane having at 
least one edge received in the frame, glazing compound located between the frame and the outer 
surface of the first pane but not between the frame and outer surface of the second pane because 
having two glass pane in an insulating unit is well-known to enhance the insulation proper of the 
glass unit, having glazing compound between the frame and the outer surface of the pane would 
fiirther secure together the pane and the frame as taught by Emmanuel, and having the glazing 
compound only between the first panel and the frame but not the second pane and the frame 
would have been an obvious matter of engineering design choice as it is a choice by the designer 
whether to fiirther secure the second pane to frame with a glazing compound. 
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8. Claims 57-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over Adams Jr. 
(5866260) in view of Smith et al (5735089) in view of Emmanuel (58361 19) as applied to claim 
56 above and further in view of Kupec et al (2672122). 

Smith et al as modified shows all the claimed limitations except for the covering having 
at least one tab or extension to facilitate removing the covering. 

Kupec et al shows a tab (36) attached to the covering to facilitate removing of the 
covering. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Smith et al's modified structure to show the covering having at least one tab 
or extension to facilitate removing the covering because it would facihtate easy removal of the 
covering as taught by Kupec et al. 

Per claims 59-60, Smith et al as modified by Emmanuel and Kupec et al shows all the 
claimed limitations except for the distance being at least 1/16 inch and about 1/8 inch. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Smith et al's modified structure to show the distance being at least 1/16 inch 
and about 1/8 inch because it would have been an obvious matter of design choice to show the 
distance being at least 1/16 inch and about 1/8 inch since such a modification would have 
involved a mere change in the size of a component/groove, A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 
(CCPA 1955). 



• 
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Response to Arguments 



9. Applicant's arguments with respect to claims 1, 4, 6, 8-12, 48-51,53-55 have been 
considered but are moot in view of the new ground(s) of rejection. 

10. Applicant's arguments filed 1 1/17/03 to claims 56-60 have been fully considered but they 
are not persuasive. 

Applicant states that Smith does not show a film as Smith's panel would sag if it were a 
film, examiner respectfully disagrees. Smith discloses a panel which is transparent. The panel 
functions the same as applicant's film to cover a glass pane. There is nothing in applicant's 
claim which differentiate applicant's film fi-om that of Smith's. If appUcant insists that the 
difference being that applicant's film cannot stand up by itself, perhaps applicant should put the 
limitation into the claim language to clearly distinguish the invention from that of Smith. The 
argument is thus moot. 



1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The prior art shows different panel covering systems. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phi D A whose telephone number is 703-306-9136. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, Lanna Mai can be reached on 703-308-2486. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Conclusion 
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Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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